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Introduction

The Patents Act 1990 (Cth) provides for the Commissioner of 
Patents (the Commissioner) to refuse to accept a “patent request”1 
and a “complete specification”2 for a “standard patent”3 that 

discloses an alleged invention that does not involve an “inventive step”.4

This is, as a generalisation: (1) an objective quantitative determination of the 
state of knowledge and information and what the patentee claims to have 
invented in advance of that knowledge and information; and, (2) a subjective 
question of fact (or jury question) of whether the advance was of such a quality 
(not obvious) to warrant the grant of a patent’s statutory exclusive rights.5 This 
subjective jury question may arise during patent examination,6 opposition,7 
re-examination8 and revocation proceedings,9 including as a cross-claim to 
infringement,10 and applies to each claim in the specification.11 

The Intellectual Property Laws Amendment 
(Raising the Bar) Act 2012 (Cth) specifically 
addressed the concern that “the thresholds set 
for the grant of a patent in Australia are too low, 
suppressing competition and discouraging follow-
on innovation” with a particular concern “that 
patents are granted for inventions that are not 
sufficiently inventive”.12 This followed then recent 
policy reviews,13 a series of earlier reviews reaching 
similar conclusions,14 and some earlier amendments 
to the Patents Act 1990 (Cth).15 The effect of the 
Intellectual Property Laws Amendment (Raising the 
Bar) Act 2012 (Cth) was to remove the restrictions 
on the background knowledge and information 
that could be taken into account when assessing 
whether an application was sufficiently inventive to 
justify a patent.16 The apparent objective of these 
amendments was to “raise the standard set for 
inventive step in Australia to a level that is more 
consistent with standards set in our major trading 
partners”.17

While addressing the background knowledge and 
information has been important, and the major 
focus of earlier reviews18 and the only focus of 
recent legislative reforms,19 there remains the 
important question of how much of an advance on 
the prior art is necessary to justify the grant of a 
patent?20 The distinction here between the inventive 
step and novelty thresholds is significant: “[t]he 
new/novelty test asks whether the alleged invention 
is different from the prior art in essential ways; 
the inventiveness/obviousness test asks whether 
it is sufficiently different to warrant a temporary 
exclusive right”.21

The inventive step standard then is essentially 
assessing the difference between the invention and 
the prior art (sometimes referred to as “the gap”),22 
and whether bridging this gap would have been 
obvious to one skilled in the art.23 This standard is 
important because of the high social costs imposed 
by allowing patents for only obvious or minor 
advances,24 and accounts for the analogous use, 
new use of a known substance and mechanical 
equivalence doctrines to deal with minor advances 
that developed before the formal inventive step 
was adopted as a separate threshold in the Patents 
Act 1990 (Cth).25 Put simply: ‘[t]he doctrine is 
widely understood to be so fundamental to the 
proper functioning of the patent system that it can 
be accurately described as the “final gatekeeper 
of the patent system”, the “ultimate condition of 
patentability”, and “the heart of the patent law”’.26 
The recent Productivity Commission inquiry 
has again raised the question of the “quantum of 
advance” necessary for a patent grant:27

While these reforms [the Intellectual Property 
Laws Amendment (Raising the Bar) Act 2012 
(Cth)] raised the overall inventive step threshold, 
they did not address the minimum quantum of 
advance over the prior art required to meet the 
obviousness test. Yet, in many cases patentability 
will turn on this quantum of advance. Indeed, this 
element of the inventive step is central to ensuring 
that only socially valuable inventions – which 
must entail some advance in human knowledge – 
receive patent protection.28

The purpose of this article is to address this 
“quantum of advance” in the inventive step 
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threshold for standard patents.29 The article makes 
the case that the application process for a standard 
patent should require the applicant to identify 
the “inventive step” (and perhaps also some of 
the other key threshold standards such as suitable 
subject matter, novelty, industrial application, 
and secret uses) as a part of the application 
process. This article addresses the processes in 
lodging applications for a patent and the ways 
that applicants might be encouraged to assist the 
examination process.

The article concludes that as a matter of good 
administration the applicants should be required to 
provide information about the inventive step that 
is available to them and that is likely to improve 
the quality of the decision-making. The next part 
sets out the statutory scheme. The following parts 
then address the current examination practices and 
the limiting international obligations. The final 
part sets out a discussion making the argument for 
applicants to provide more relevant information 
that is already available to them. The article 
concludes that inventive step is a fundamental 
part of deciding to accept a patent so that making 
a better decision with more relevant information 
available to the decision maker will improve the 
quality of decisions.

The Statutory “Inventive Step” Scheme

The Patents Act 1990 (Cth) provides that the 
threshold requirements for a patent include:

an invention30 is a patentable invention31 for the 
purposes of a standard patent32 if the invention, 
so far as claimed in any claim:33 … (b) when 
compared with the prior art base as it existed 
before the priority date of that claim:34 … (ii) 
involves an inventive step.35

The term “prior art base” means:

(a) in relation to deciding whether an invention 
does or does not involve an inventive step or an 
innovative step:
(i) information in a document that is 

publicly available, whether in or out of 
the patent area; and

(ii) information made publicly available 
through doing an act, whether in or out of 
the patent area.

(b) in relation to deciding whether an invention is 
or is not novel:
(i) information of a kind mentioned in 

paragraph (a); and

(ii) information contained in a published 
specification filed in respect of a complete 
application where:
(A) if the information is, or were to 

be, the subject of a claim of the 
specification, the claim has, or would 
have, a priority date earlier than that 
of the claim under consideration; and

(B) the specification was published on or 
after the priority date of the claim 
under consideration; and

(C) the information was contained in the 
specification on its filing date.36

The term “priority art information” means:

information that is part of the prior art base in 
relation to deciding whether an invention does or 
does not involve an inventive step.37

For the “inventive step”, the conditions for which 
an invention will satisfy the threshold when 
compared with the prior art base are then set as 
follows:

(2) For the purposes of this Act, an invention 
is to be taken to involve an inventive step 
when compared with the prior art base unless 
the invention would have been obvious to a 
person skilled in the relevant art in the light 
of the common general knowledge as it existed 
(whether in or out of the patent area) before 
the priority date of the relevant claim, whether 
that knowledge is considered separately or 
together with the information mentioned in 
subsection (3).

(3) The information for the purposes of subsection 
(2) is:
(a) any single piece of prior art information; 

or
(b) a combination of any 2 or more pieces 

of prior art information that the skilled 
person mentioned in subsection (2) could, 
before the priority date of the relevant 
claim, be reasonably expected to have 
combined.38

Various court decisions have informed the process 
of assessing an inventive step: “[o]bviousness and 
inventiveness are antitheses. What is obvious 
cannot be inventive, and what is inventive cannot 
be obvious”39 so that there “is no distinction 
between obviousness and a lack of an inventive 
step”;40 “obvious” means “very plain”;41 the question 
of obviousness is a question of fact (a “jury 
question”);42 the onus to establish the absence of 
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an inventive step lying with the party challenging 
validity;43 and a “scintilla of invention” is sufficient 
to support a valid patent.44

IP Australia Practice

To initiate the process of examination by the 
Commissioner (and delegates), the applicant 
must lodge a “patent request”45 and abstract46 that 
must be accompanied by either a “provisional 
specification”47 or a “complete specification”48 as 
part of the provisional application and complete 
application, respectively.49 If a provisional 
application is made a complete application must be 
made within 12 months.50 “PCT applications”,51 
“Convention applications”52 and divisional 
applications are subject to special rules that are not 
addressed further in this article.53 The applicants 
for provisional applications “must disclose the 
invention in a manner which is clear enough and 
complete enough for the invention to be performed 
by a person skilled in the relevant art”.54

The applicants for a complete application must 
“disclose the invention in a manner which is clear 
enough and complete enough for the invention to 
be performed by a person skilled in the relevant 
art”, “disclose the best method known to the 
applicant of performing the invention” and “end 
with a claim or claims defining the invention”.55 
Each claim of a complete application has a priority 
date that is generally the date they are filed.56 The 
provisional application must eventually be made 
as a complete application57 and the priority date 
will be the filing date of the provisional application 
associated with the complete application.58 The 
priority date sets the date up to which the prior art 
information that forms part of the prior art base 
and the common general knowledge for a skilled 
person is relevant.59

The Commissioner (and delegates)60 on 
examination61 and re-examination62 must apply the 
statutory scheme according to the policy set out 
in the Australian Patent Office Manual of Practice 
and Procedure.63 This document provides that the 
examiners ‘must consider the issue of inventive step 
in the context of the person skilled in the relevant 
art, in the light of the common general knowledge, 
trying to solve a pre-determined problem’.64 The 
standard to be satisfied is: 

For an inventive step objection to apply, it must 
be established that the prior art information 
(if any) would be relied upon by a person 
seeking a solution to the problem, and that any 

consideration of the common general knowledge 
with that prior art information would be obvious 
to that person.65

The Commissioner (and delegates) only has 
the application comprising the patent request, 
abstract and complete specification available 
for examination, and do not have the evidence 
of expert witnesses to determine whether an 
application is obvious. They “‘put themselves in 
the shoes of the skilled worker’ and make their 
own assessment of what the notional skilled worker 
was likely to have done at the priority date”.66 To 
avoid the risk of ex post facto analysis the problem/
solution approach is applied, to a standard of 
“balance of probabilities”,67 as follows:68

(a) Construe the specification under examination 
and determine the problem the claimed 
invention solves.

(b) Identify the person skilled in the art in the field 
of the problem.

(c) Determine, where applicable, whether in the 
context of the problem, any pieces of prior art 
information under consideration are such that 
the person skilled in the art could be reasonably 
expected to have combined them.

(d) Determine the relevant common general 
knowledge.

(e) Determine whether, in the context of the 
problem, the claimed invention is one of: a 
technical equivalent; a workshop improvement; 
an obvious selection or special inducement; or 
an obvious combination of features of common 
general knowledge.

(f ) Consider whether: the prior art information 
teaches away from the solution; the invention 
overcomes practical difficulties in seeking the 
solution; the invention resides in identifying the 
‘real nature’ of the problem.

(g) If relevant, consider whether there has been a 
prior perceived need using the tests of:  long felt 
need; failure of others; copying of invention in 
preference to prior art; and commercial success.

(h) An objection of lack of inventive step only arises 
where it can be shown that a person skilled in 
the art would, in solving the problem, have 
taken the necessary steps to reach the claimed 
solution. In practice, this will be the case if the 
requirements under (c) and (e) are met, and 
those under (f ) and (g) are not met.69

In applying the relevant standards, “[a]n objection 
of lack of inventive step only arises where it can 
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be shown that a person skilled in the art would, 
in solving the problem, have taken the necessary 
steps to reach the claimed invention”.70 In effect, 
this means the examiner must demonstrate that 
the claimed invention is “a technical equivalent”, 
“a workshop improvement”, “a special inducement 
or obvious selection” or “an obvious combination 
of features of common general knowledge”.71 
Examiners may also take into account other factors 
(sometimes termed “sub-tests”72 or “secondary 
factors”)73 that can influence the finding of lack 
of an inventive step, including “long felt need”, 
“failure of others”, “copying of invention in 
preference to prior art” and “commercial success”.74

The process followed in carrying out the 
examination is for the examiner to complete a range 
of checks about matters such as a valid request,75 
entitlement,76 various formalities,77 and so on,78 
and then to conduct various searches and consider 
the threshold requirements including inventive 
step.79 The examiner then prepares a first report 
identifying objections,80 such as that a claim lacks 
novelty (then it is assumed the claim also lacks an 
inventive step)81 or inventive step:

All objections must have a statutory basis and 
should be succinct. They should commence by 
identifying the statutory basis of the objection, 
and follow with sufficient explanation, including 
details of any premise upon which the examiner 
relies (such as interpretation of a term) and 
relevant passages of citations, for the applicant to 
understand the nature of the issue sufficiently to 
address it.82

The applicant is provided with this report and 
an opportunity to respond (either contesting or 
proposing an amendment)83 with an ongoing 
exchange between the examiner and the applicant 
addressing the examiners concerns and negotiating 
amendments.84 Eventually, a final report is prepared 
and the Commissioner “must accept a patent 
request, abstract and complete specification relating 
to an application for a standard patent if satisfied, 
on the balance of probabilities” the threshold 
requirements including inventive step.85 Where 
the Commissioner is not satisfied, on the balance 
of probabilities, the patent request and complete 
specification may be refused86 and the applicant 
provided with reasons for the refusal.87 There 
are various time obligations under the Customer 
Service Charter Timeliness Guidelines that mean the 
Commissioner should decide whether to accept or 
refuse a patent request and complete specification,88 

although there is no express obligation to refuse the 
patent request and complete specification.89 If the 
Commissioner refuses to accept a patent request 
and complete specification an appeal lies to the 
Federal Court.90

Significantly, the application for a standard patent 
does not include any requirement for the applicant 
to identify or give any information about the 
“inventive step”. The examiner is required to glean 
the relevant facts from the patent request, abstract 
and complete specification and then address their 
concerns in the reports. The following analysis 
addresses why and how this might be addressed 
so that the inventive step consideration is more 
properly addressed.

International Obligations

Australia’s international commitments do not 
specifically address the process for assessing an 
inventive step, although they do establish inventive 
step/non-obviousness as a relevant minimum 
threshold. Australia, as a member of the World 
Trade Organization (WTO), must comply with the 
minimum standards set out in the Trade-Related 
Aspects of Intellectual Property Rights (TRIPs).91 
This is a mandatory obligation backed by dispute 
settlement and likely trade sanctions for failure to 
comply.92 TRIPs provides:

Subject to the provisions of paragraphs 2 and 
3, patents shall be available for any inventions, 
whether products or processes, in all fields of 
technology, provided that they are new, involve 
an inventive step and are capable of industrial 
application.93

A footnote to this provision then sets out:

For the purposes of this Article, the terms 
“inventive step” and “capable of industrial 
application” may be deemed by a Member to be 
synonymous with the terms ‘non-obvious’ and 
‘useful’ respectively.94

This TRIPs text acknowledged the different 
practices among WTO members in implementing 
inventive step/non-obviousness thresholds, and 
captures “an ideal” recognising that this ideal “may 
be applied differently and still comply with the 
TRIPs obligations”.95 TRIPs requires “inventive 
step” to be assessed as a threshold and provides no 
further detail about how this is to be assessed. This 
reflects the evolution of this standard that together 
with “non-obviousness” encapsulates the different 
practices of assessing patent thresholds and the 
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search for a threshold that distinguishes protectable 
inventions from workshop developments and other 
advances that are unworthy of a patent grant.96

Australia has also included inventive step/non-
obviousness thresholds provisions in a series of 
other agreements (see Table 1). Significantly, 
however, each of these either re-affirm or re-state 
the TRIPs threshold requirements, except for 
the Australia-United States Free Trade Agreement 
(AUSFTA)97 that additionally provides: 

Each Party shall endeavour to reduce differences in 
law and practice between their respective systems, 
including in respect of differences in determining 
the rights to an invention, the prior art effect of 
applications for patents. In addition, each Party 
shall endeavour to participate in international 
patent harmonisation efforts, including the [World 
Intellectual Property Organisation] fora addressing 
reform and development of the international 
patent system.98

TRIPs only requires the applicant to sufficiently 
disclose the invention so that it can be carried out 
by a skilled person and may require disclosure of 
the best method of carrying out the invention.99 In 
effect, TRIPs imposes standards about the quality 
of information that an applicant must provide 
and not about how that information is to be 
gathered or accessed. Meanwhile, AUSFTA only 
calls for Australia to reduce the differences between 
Australian and United States laws and practices. 
The guiding authority in the United States is the 
Supreme Court’s decision in Graham v John Deere 
Co100 that identified a framework for determining 
obviousness.101 The United States Patent and 
Trademark Office (USPTO) in the Manual of 
Patent Examining Procedure have interpreted this as:

Obviousness is a question of law based on 
underlying factual inquiries. The factual inquiries 
are as follows:

(A) Determining the scope and content of 
the prior art.

(B) Ascertaining the differences between 
the claimed invention and the prior 
art.

(C) Resolving the level of ordinary skill in 
the pertinent art.

Objective evidence relevant to the issue of 
obviousness must be evaluated by Office 
personnel.102

The USPTO does not presently directly ask 
applicants to disclose how their invention satisfies 
the “non-obviousness” threshold, although 
examiners can engage applicants in a dialogue 
about the facts that might be relevant to assessing 
non-obviousness once they have determined that 
inventive step is in issue.

The examiner bears the initial burden of 
factually supporting any prima facie conclusion 
of obviousness. If the examiner does not produce 
a prima facie case, the applicant is under no 
obligation to submit secondary evidence to show 
non-obviousness. If, however, the examiner does 
produce a prima facie case, the burden of coming 
forward with evidence or arguments shifts to the 
applicant who may submit additional evidence 
of non-obviousness, such as comparative test data 
showing that the claimed invention possesses 
improved properties not expected by the prior 
art.103

The World Intellectual Property Organization’s 
(WIPO) International Search And Preliminary 
Examination Guidelines under the Patent 
Cooperation Treaty104 sets out the “instructions 
as to the practice to be followed by Authorities 
during the international search and examination 
procedures”.105 The Patent Cooperation Treaty 
provides for a preliminary report that addresses 
inventive step,106 with the assessment of “whether, 
at the relevant date of that claim, it would have 
been obvious to a person skilled in the art to arrive 
at something falling within the terms of the claim 
having regard to the art known at that time”.107 In 
this sense, the term “obvious” means:

that which does not go beyond the normal progress 
of technology but merely follows plainly or logically 
from the prior art, that is, something which does 
not involve the exercise of any skill or ability 
beyond that to be expected of the person skilled in 
the art.108

The guidelines then set out the relevant 
considerations in assessing inventive step:

(i) Determination of the scope of the claimed 
invention.

(ii) Determination of the scope of the relevant 
item(s) of prior art.

(iii) Determination of a person skilled in the 
art in the relevant case.

(iv) Identification of the differences and 
similarities between the relevant item(s) of 
prior art and the claimed invention.
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(v) Assessment of whether the claimed 
invention as a whole would have been 
obvious to a person skilled in the art 
having regard to the relevant item(s) of 
prior art and the general knowledge of a 
person skilled in the art.109

The USPTO and WIPO practices are similar to 
those followed by the Commissioner under the 
Patents Act 1990 (Cth): documents are filed by 
the applicant, these documents are assessed by an 
examiner considering the thresholds including 
inventive step/non-obviousness, a report is 
prepared and if the report raises inventive step 
issues the applicant is given the opportunity to 
address the examiner’s concerns. Importantly, 
for our purposes, the applicant is not required to 
identify the inventive step and the examiner is 
required to glean this detail from the documents 
provided in the application. This perhaps presents 
a problem for any Australian attempts to modify 
the examination practices by requiring applicants 
provide information about the inventive step/non-
obviousness.

Discussion

The analysis so far shows that an applicant for a 
standard patent in Australia must lodge a patent 
request, abstract and a complete specification that 
is then assessed by an examiner. In assessing the 
application, the examiner is required to identify 
and consider from those materials and any 
searches the threshold requirements, including the 
inventive step. If the examiner considers that the 
alleged invention does not involve an inventive 
step, then the applicant is given an opportunity 
to either contest or propose amendments until a 
final examiner’s report settles the matter: either 
the examiner accepts the applicant’s argument 
or proposed amendments whereupon the 
Commissioner must accept the patent request 
and complete specification, or the Commissioner 
refuses the request (or makes no decision).

The administrative law reforms introduced in 
Australia in the 1970s, 1980, and 1990s focus on 
improved decision-making and facilitating decision-
makers properly addressing the elements of the 
statutory schemes. These same concerns apply to 
decisions of examiners determining whether there 
is an inventive step as a matter of fact. The current 
arrangement for decision making under the Patents 
Act 1990 (Cth) is that there are three avenues 
for reviewing decisions: merits review of certain 

decisions by the Administrative Appeals Tribunal 
and then to the Federal Court on questions of law; 
review by direct appeal to the Federal Court that 
involves a de novo hearing including of the merits; 
and judicial review by the Federal Court and High 
Court under the Administrative Decisions (Judicial 
Review) Act 1977 (Cth) of legal or procedural error 
in the Commissioner of Patent’s decisions.110

The examiner’s decision set out in the report goes to 
the Commissioner’s decision to refuse to accept the 
patent request and complete specification (or make 
no decision). The avenue of review to the Federal 
Court that involves a de novo hearing presuppose 
a proper decision making process that involves the 
decision maker making “the correct or preferable 
[decision] on the material before the [decision 
maker]”.111 And this requires that the decision 
maker find and identify relevant facts and then 
distinguish between various facts.

Once all material and relevant facts have been 
identified, the decision maker can distinguish 
between “known facts” (facts that have already 
been established) and “facts in issue” (facts about 
which it is necessary to make a finding on the 
basis of the evidence). Known facts are factual 
information that is accepted by the decision maker 
and by the person or people who will be directly 
affected by the decision.112

Once the “known facts” and the “facts in issue” 
have been established the decision maker needs 
to provide reasons for the decision. These reasons 
should set out the findings on material facts, the 
evidence or other material on which those findings 
are based and the reasons for the decision.113

The problem identified by this analysis in this 
article is that the examiner is required to find the 
relevant facts in the patent request, the abstract, 
the complete specification and any search results. 
The contention is that the application should 
require the applicant to identify the inventive step 
(and perhaps also some of the other key threshold 
standards such as novelty, industrial application, 
and so on). This is necessary so that the examiner 
has a basis for determining the thresholds without 
having to glean the relevant facts from the patent 
request, the abstract, the complete specification and 
any search results. In short, the applicants need to 
set out what is the inventive step, identifying the 
relevant facts to explain and justify why their claim 
is non-obvious. That this has not been addressed is 
surprising.



41

In 2009, there was a proposal for increasing the 
inventive step threshold from whether a skilled 
person “would be led directly as a matter of course 
to try a particular approach with a reasonable 
expectation of success” to “obvious for the skilled 
person to try a suggested approach, alternative or 
method with a reasonable expectation of success”.114 
A short time later this changed so that concerns 
about the inventive step would be addressed 
“through restating the guidelines for inventive 
step in the Examiners’ Manual and through 
more rigorous application of the inventive step 
tests during examination, rather than through 
changes to the law”.115 These changes did not 
require applicants to actually disclose the relevant 
information about the inventive step.

The consequence of requiring the examiner (or 
other decision makers) to establish the “inventive 
step” from the materials available to them is that 
they avoid challenging an applicant by assuming 
the threshold has been met. In these circumstances, 
the easiest option for the examiner (or other 
decision makers) is to avoid the challenge and just 
assume that the prior art information would not 
be relied upon by a person seeking a solution to 
the problem, and that any consideration of the 
common general knowledge with that prior art 
information would not be obvious to that person. 
By having the applicant disclose the inventive 
step the examiner is essentially forced to make an 
assessment and the disclosure creates a focus for 
making that assessment even if the examiner later 
decides the “inventive step” is something different.

More importantly, however, is that getting the 
applicant to disclose the inventive step addresses 
the problem of what an experienced and 
knowledgeable person in the area of technology 
to which the invention relates thought at the time 
of the application (priority date). While this does 
not finally and necessarily resolve what a non-
inventive person in those circumstances thought, 
it does provide some insight into what key and 
relevant experts did contemplate at the time. This 
is particularly useful if the applicant discloses 
facts that were not available or considered by the 
examiner. With the increasing sophistication and 
complexity of technology and science the applicants 
in most cases will be better placed to identify the 
relevant prior art base and inventive step as they 
will be at that forefront of invention.

Another way of thinking about this problem is type 
1 and type 2 errors. If a type 1 error is considered 

to be a “false positive” in that the examiner finds 
that there is an “inventive step” when there is 
no “inventive step”, and a type 2 error is a “false 
negative” in that the examiner finds there is no 
“inventive step” when there is an “inventive step”. 
Then in this framing:

(a) Type 1 error (where the examiner finds there is 
an “inventive step” when there is not one – a 
“false positive”) – The applicant is unlikely to 
challenge the examiner’s decision as they get the 
patent grant (assuming all other elements and 
requirements are satisfied).

(b) Type 2 error (where the examiner decides there 
is no “inventive step” when there is one – a 
“false negative”) – The applicant will challenge 
the examiner’s decision by asserting what is 
the “inventive step” and the assessment can be 
corrected (if it was incorrect).

By requiring the applicant to disclose the inventive 
step, the quality of the decision-making will likely 
improve as examiners avoid decisions where the 
examiner finds there is an inventive step when 
there is not one – a false positive or type 1 error. 
Remembering that in these circumstances the 
applicant is unlikely to challenge the examiner’s 
decision as they get the patent grant (assuming all 
other elements and requirements are satisfied).

It is also worth considering a broader public interest 
in achieving better decisions.116 A patent grant is a 
restriction on competition and the Commissioner 
(and other decision makers) is making this decision 
for the broader public. This means that the 
examiner (and others) should be provided with all 
reasonable information to make the decision. The 
correct and preferable decision117 is more likely 
to be achieved where an applicant is required to 
disclose their understanding about the “inventive 
step”. This is because the inventive step inquiry 
is factual and knowing as many relevant facts as 
possible provides the decision maker with a better 
foundation for making a decision. Further, the costs 
of asking applicants to identify the “inventive step” 
(and perhaps also other key threshold standards) 
will be minimal, as the applicant will already have 
made these assessments in deciding to lodge a 
provisional and complete specification.

The most significant benefit from asking an 
applicant to disclose the “inventive step” is that 
this brings a focus to the current very low level of 
invention required to gain a patent.118 At present, 
a “scintilla of invention” is enough to satisfy 
“inventive step”.119 If the desire is to raise this 
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threshold so that patents are only available for 
significant, substantial, serious or sizable advances 
over the prior art (and prior art information), and 
this was the original intention of the proposed 
reforms leading to the Intellectual Property Laws 
Amendment (Raising the Bar) Act 2012 (Cth),120 
then requiring applicants to commit to disclosing 
how their inventions are inventive can start a policy 
discussion (backed by evidence from applicants’ 
disclosures) about how to set a higher threshold 

and how to formulate that threshold. The collected 
evidence of what applicants say is their inventive 
contribution will allow IP Australia to better gauge 
how to set a threshold for inventive step at a higher 
level than the present “scintilla of invention”. While 
this is a change of practice from other jurisdiction, 
and especially the United States, this is only a 
minor change and can be justified as a way of 
improving the quality of decisions.

Table 1: Provisions in agreements signed by the Australian Government affecting the threshold standard of inventive step

Free trade agreement Inventive step provision 

Australia-United States Free Trade 
Agreement [2005] ATS 1, Art 17.9.1.

Each Party shall make patents available for any invention, whether a product or process, 
in all fields of technology, provided that the invention is new, involves an inventive 
step, and is capable of industrial application. The Parties confirm that patents shall 
be available for any new uses or methods of using a known product. For the purposes 
of this Article, a Party may treat the terms ‘inventive step’ and ‘capable of industrial 
application’ as synonymous with the terms ‘non-obvious’ and ‘useful’, respectively. 

Malaysia-Australia Free Trade 
Agreement [2013] ATS 4, Art 13.11.1.

Subject to the exceptions set out in Article 27 of the TRIPs Agreement, each Party shall 
make patents available for any invention, whether a product or process, in all fields of 
technology, provided that the invention is new, involves an inventive step, and is capable 
of industrial application [footnote – For the purposes of this Article, a Party may treat 
the terms “inventive step” and “capable of industrial application” as synonymous with 
the terms ‘non-obvious’ and ‘useful’, respectively].

China-Australia Free Trade Agreement 
[2015] ATS 15, Art 11.4. 

Each Party affirms its commitment to the TRIPs Agreement and any other multilateral 
agreement relating to intellectual property to which both Parties are party.

Australia-Thailand Free Trade 
Agreement [2005] ATS 2, Art 1302. 

The Parties shall fully respect the provisions of the WTO Agreement on Trade-Related 
Aspects of Intellectual Property Rights and any other multilateral agreement relating to 
intellectual property to which both are parties. 

Agreement Establishing The ASEAN-
Australia-New Zealand Free Trade Area 
[2010] ATS 1, Art 13.3. 

Each Party affirms its rights and obligations with respect to each other Party under the 
TRIPs Agreement. 

Agreement between Australia and Japan 
for an Economic Partnership [2015] 
ATS 2, Art 16.1.2. 

Each Party reaffirms its rights and obligations under the international agreements 
relating to intellectual property to which both Parties are party.

Free Trade Agreement between the 
Government of Australia and the 
Government of the Republic of Korea 
[2014] ATS 43, Art 13.1.3.

Each Party affirms its rights and obligations under the TRIPs Agreement. 

Singapore-Australia Free Trade 
Agreement [2003] ATS 16, Art 13.2.1. 

Each Party reaffirms its commitment to the provisions of the WTO TRIPs Agreement. 

Australia-Chile Free Trade Agreement 
[2009] ATS 6, Art 17.19. 

Each Party shall make patents available for any invention, whether a product or process, 
in all fields of technology, provided that the invention is new, involves an inventive step, 
and is capable of industrial application. For the purposes of this Article, a Party may 
treat the terms “inventive step” and “capable of industrial application” as synonymous 
with the terms “non-obvious” and “useful”, respectively.
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